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The Practical Patent GuidePatents don’t have to be a dry and boring subject and inventors,

investors and business people may (and should) enjoy using them to their advantage.

However, to empower the general public to use the patent system to its fullest extent, the need

remains for a book that introduces important patent concepts in a humanly understandable

fashion, with down-to-earth, practical advice and, more importantly, which is not boring, as

many patent books unavoidably are to readers who are not patent practitioners.Kfir Luzzatto, a

seasoned patent attorney as well as a fiction writer, has dealt with inventors and entrepreneurs

for longer than he cares to admit and has assisted both start-ups and multinational companies

with their patent needs, literally all over the world. He now exploits the vast experience that he

has acquired working in the Start-Up Nation (Israel), to introduce the reader to important

patent concepts, in a fresh and easily understandable manner, with down-to-earth practical

advice that is invaluable for investors, entrepreneurs and inventors alike.What the Experts

Say“I’ve worked with Kfir for many years and I’m always impressed by his insights. I’m excited

he has turned his years of experience and gift for clear straight-forward prose (and a touch of

irreverence) into this guide, so that the important world of patents can be better understood by

inventors, investors and business people across the globe.” Larry Granatelli, Chair of the

Intellectual Property Practice Group Fenwick & West LLP, Mountain View, CA, USA“In ‘Fun

with Patents’, Israeli Patent Attorney Kfir Luzzatto shares many reflections from his career. As

its introduction says, this book will not teach you everything about patent law or how to be a

patent practitioner but, ranging from the critical difference between a patent and a patent

application to the reasons not to rush to plough one’s life savings into an invention, it offers

much practical guidance on working with inventions. I hope you enjoy as much as I did this light-

hearted treatment of some serious subject matter.” Andrew Bentham, European and UK Patent

Attorney, JA Kemp, London, UK“Abraham Lincoln once said: ‘The patent system added the fuel

of interest to the fire of genius.’ From now on, no inventor, entrepreneur or investor shall be

able to claim that protecting an invention is a far too complex maze, to justify that he did not

bother patenting his creation and then cry over his wasted R&D. This long-waited guide on

patents eventually sheds light on the most passionating and entertaining area of law, which

purpose is precisely to enable those imaginative risk-takers to be rewarded for their work, time

and investments.” William LOBELSON, Partner GERMAIN MAUREAU, Lyon, France“I spent a

whole day to read this book from beginning to end and it was well worth it! I will also

recommend it to the students of the course where I teach: I am sure it will unburden my task.”

Giorgio Long, Partner - European Patent Attorney Jacobacci & Partners Spa, Milano, Italy“In

the bible it is stated, ‘Many who are first will be last, and many who are last will be first’, but in

patent, Who files first is who will be served. Kfir Luzzatto is among the first to use ‘fun’ in patent

related books. You can read this book (Fun with Patents) with much pleasure. This book is

easy to understand and consists of A to Z about patents. It is second to none I have seen to

know and learn about patents during my thirty-plus years in the field.” Bong Sig SONG,

Managing Patent Attorney Y.S. CHANG & ASSOCIATES, Seoul, Korea
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from the Paris Convention for the Protection of Industrial PropertyAppendix CExcerpts from the

Patent Cooperation Treaty (PCT)ForewordI first encountered the author of this tome back in the

1980s, when we were both considerably younger, patents were a niche area of legal practice

and most members of the public knew little, and cared less, about them. The year is now 2016

and the main difference between then and now is that we have both aged considerably; the

ignorance and indifference surrounding patents remain largely unscathed by our efforts to

attract and retain the attention of the average citizen of Planet Earth for long enough to

persuade them that patents actually matter.Fun with Patents represents a cunning attempt to

sell patents to readers by telling them the truth: patents can indeed be fun. Getting a patent is

not just a bureaucratic exercise like applying for a passport or seeking planning permission for

a new building; exploiting it commercially requires a variety of skills, up-to-date information and

a degree of intuition too. Litigating a patent has all the ingredients of an interactive multi-actor

real-time battle of wits (and occasionally half-wits), while investing in the innovation that may

lead to a new patent, or to something that will render a competitor’s patents valueless,

combines the intimate buzz of personal and informed involvement with the apparently random

spin of the roulette wheel. But for those of a nervous disposition, the easiest way to enjoy the

thrills and spills of patents is to read a book like this one.One of the most enjoyable aspects of

the patent system, which patents shares with other types of intellectual property right, is that it

offers the chance—admittedly not a great chance but a chance nonetheless—for the little man

to succeed where the big corporations do not. An occasional flash of insight can lead to an

invention so simple that people assume it must have been patented years before, just as a

holiday photo, a basic tune with banal lyrics or a fortuitous brand name can suddenly capture

the mind of the public at large, leading to fame, fortune and visits from the tax man.If you are

looking for a “Patents for Dummies”-type publication, providing a step-by-step do-it-yourself

manual for readers who make their inventions and then set out to do all the legal and

bureaucratic stuff themselves, this is not the book for you (incidentally, filing your own patent

application when there are skilled, trained experts around to do it for you is not much different

from choosing to perform your own appendectomy when there’s a hospital around the corner

with a trained medical staff waiting to do it for you). Nor is this book an investment guide for the

pundits, analysts and would-be gurus whose verdicts on the innovation economy can have

startling effects on stock prices, personal savings and pension funds. If however you want to

enjoy, become familiar with and maybe even get to love patents, warts and all, Kfir’s book is a

great place to start.Professor Jeremy PhillipsFounding editor, Journal of Intellectual Property

Law & Practice; Emeritus KatIntroductionBefore you start reading this book, you may want to

read this introduction. I have kept it short in the hope that you will.First of all, let me say what

this book is not. It is not a practical guide for filing and prosecuting patent applications. Those

are activities that call for practical knowledge and organization, which are best left to

professional patent law firms. You will not become a patent attorney by reading this book, but

you will end up having a good understanding of what the patent system is about, what it can

and cannot do for you, and how you should work with your patent practitioner to maximize the

results that he can fetch you.As the title of the book implies, patents don’t have to be a dry and

boring subject, and you may (and should) enjoy using them to your advantage. Unfortunately,

for us patent practitioners, there is no efficient way to operate without relying on jargon that

makes a lot of sense to us but more often than not sounds like gibberish to you. As a result,

while we enthusiastically expand on “first-to-file,” “priority rights,” “sufficiency of description,”

and other similarly boring and confusing subjects, you let your attention wander to those nice

pictures we keep on our walls, and you eventually walk out more clueless than you were when



you walked in. This book seeks to remedy that problem.On a personal note: I have been

dealing with inventors and entrepreneurs for longer than I care to admit and have assisted both

start-ups and multinational companies with their patent needs in Israel (the “Start-Up Nation”)

and literally all over the world. When, at the turn of the century, I realized that small companies,

individual inventors, and high-tech entrepreneurs did not have a full grasp of the meaning and

importance of the patent system, I decided to do something about it. This resulted in a series

of educational articles that evolved into a weekly column in Israel’s financial newspaper,

Globes. Encouraged by the positive feedback from readers, I eventually published The World of

Patents, a book that presented the information that I thought was vital for the general public, in

a light and readable form, which also rewarded me with highly satisfying readers’

feedback.Now, some 13 years after the publication of that book, the world has changed, and

many of the ideas that we championed then are no longer valid or, at least, had to be revisited.

However, the need remains for a book that introduces important patent concepts to regular

people in a humanly understandable fashion, with down-to-earth, practical advice and, more

importantly, which is not boring, as many patent books (including ones to which I contributed)

unavoidably are to readers who are not patent practitioners. I believe and hope that this book is

that book.A disclaimer is in order here. This book is educational in nature, and its contents

should not be taken as legal advice. None of the matters discussed in the book should be used

instead of qualified legal counsel taken in the country where you live and operate. The purpose

of this book is to help you to get better-focused advice from your patent practitioner, not to help

you to skip it.You can read the chapters of this book in any order you like, because it is

organized by topic. Nevertheless, a lot of thinking went into organizing it the way it is, so I

believe that reading it sequentially would provide the best reading experience.I have added as

“Appendix A” the annotated text of a (mock) patent application. Its purpose is not to teach you

how to draft patent applications, but rather to explain the logic of their structure so that the next

time you read a patent, you will have a better understanding of the meaning of its various

sections. In the appendices, you will also find excerpts from two international treaties to which I

refer in the book. Those are the most interesting parts of the treaties, but if you wish, you can

read the complete texts at the provided URLs. If you do, try not to fall asleep.One more thing: to

avoid turning this book into an unreadable, politically correct exercise littered with “he (and

she)” and with “his (or hers)” or similar obfuscations, I have written it in the masculine form

simply because, being of the male persuasion, it comes more naturally to me. However,

everything said here applies equally well (and often better) to our better halves.That’s all for

now. If you feel like commenting on any matter discussed in the book, you are welcome to

connect with me at www.kfirluzzatto.com. Otherwise, I hope you enjoy this read.Kfir Luzzatto,

Omer, February 2016Part I:BasicsEgad, I think the interpreter is the hardest to be understood

of the two![Richard Brinsley Sheridan, The Critic (1779) act 1. sc. 2]The basic concepts

introduced in this section provide a partial basis for understanding the patent language.

Additional concepts will be introduced in later parts of the book.CHAPTER 1The InventorThe

inventor is an almost mythological figure. Think of Albert Einstein, Alexander Graham Bell,

Leonardo da Vinci, and many others. Besides the big names in science and technology, you

will find in the “inventors club” many well-known people who advance and modernize our lives

and, in doing so, improve its quality. The inventor is the one who will take us to the road that

leads to the development of an invention and, as a result, to a patent that protects it. It is,

therefore, appropriate to start our journey to the land of patents by allowing the inventor to

introduce himself and his world to us.Simplistically, we can define the inventor as “one who

contributed to an invention that is the subject of a patent application.” Inventions can be made



by a sole inventor or by joint inventors. A joint inventor is an individual whose contribution to the

invention is substantial and without which the invention would have looked different. A patent

application may name a number of inventors, who may have contributed differently to it. It is

possible, as an extreme example, to have a patent application with, say, 30 claims and two

inventors, in which the first inventor invented the subject matter claimed in 29 claims, and the

contribution of the second inventor was limited to the single remaining claim. Regardless, they

will both be the inventors named in the patent application. For example, let’s assume that the

invention is a novel dispensing machine and the main inventor designed all the electronic

elements and the mechanical parts that make it work smoothly. Those elements are claimed in

claims 1 through 29. However, the second inventor discovered that since the machine is to be

located outside, it is expedient to paint it white so it doesn’t heat up too much during the day.

This is important because heat may cause some of the mechanical elements to malfunction.

Claim 30 will claim the dispensing machine of claims 1–29, which is white in color.Being

mentioned as an inventor does good to your ego (and, in some cases, also involves

remuneration). Therefore, it is not uncommon to get requests to mention a person as an

inventor in a patent application because “he worked hard on the project and it would be

impolite not to include him.” This is common practice with scientific articles in academia, but

doing so in a patent application is courting trouble for a number of reasons that will become

apparent as we proceed in peeling the many layers of the patent system.As a rule, the rights to

a patent application—and to the invention—are assigned to the patent applicant by the

inventors, who are the original owners of what they have invented. If the applicant and the

inventor are not the same person, the rights can be assigned to the applicant by the inventor,

as a matter of law, if the inventor is an employee of the assignee (more on that later) or as a

result of an agreement between the inventor and the assignee. However, in some cases, the

development of an invention is done by a team that includes persons who are not employees of

the applicant and who, as such, are under no obligation to assign their rights to him. In such

cases, it is even more important to be precise in determining the identity of the

inventors.Please make a note of this: A corporation cannot be an inventor; only an actual

person, with a brain, can make an invention. You wouldn’t believe how often this simple truth

has to be repeated to people who think they have found a clever way around the need to

mention an inventor.Then we have to deal with the inevitable paperwork. When filing patent

applications in different countries, the inventors are often required to sign formal papers that

include declarations as to their status as inventors and deeds of assignment transferring their

rights to the applicant. If, after the filing of a patent application, it turns out that the list of

inventors was wrong, this may cause substantial costs and undesirable administrative

complications.Moreover, a willful false statement on the part of the inventors, omitting the name

of a rightful inventor or adding someone who is not an inventor to the list of inventors for a

specific patent application, may have serious consequences and should be avoided at all

costs.How, then, should we determine who is and who isn’t an inventor? The answer, at least

on the first level, is not complicated: as explained, an inventor is someone who made a real

contribution to the invention. This contribution is not measured “quantitative” but rather

“qualitative”: one inventor may have invested one hour to come up with an idea and to plan how

to carry it into practice, while a technician who follows the inventor’s instructions may have to

work for months in a laboratory to turn that idea into a practical result. In this example, only the

first person is the inventor; the technician is not an inventor, because he did not make any

original contribution to the invention, in spite of the long hours that he worked at the project.

However, if during his laboratory work, the technician comes up with an idea that changes or



substantially improves the direction in which the invention is developing, it is possible that the

technician has contributed to the inventive process and that his name will, therefore, have to

appear in the list of inventors on the patent.Since the question of whether a person who

participated in a project made an inventive contribution is not always a simple one and is often

influenced by emotional and personal considerations, the applicant would be well advised,

whenever questions arise in this respect, to place the task of investigating the names of the

inventors in the hands of a neutral person, who can make that determination on the basis of

professional considerations that are not tinged by foreign influences. In any case, one should

not be tempted to include in the list of inventors individuals who didn’t make an inventive

contribution, just to avoid confrontation or to make someone happy, because this mistake may

come back to haunt him in the future.CHAPTER 2The Inventor Who Knew Too MuchEvery

patent attorney is sick and tired of having his clients complain to him in these words: “I don’t

understand how they gave him a patent on that. It’s trivial!” This sentence often punctuates the

unpleasant discovery that we had an important invention in our hands some time ago, and

while we were busy sitting on our fannies, contemplating the universe, a competitor got a

patent on it. This always reminds me of John Lennon’s clever saying: “Life is what happens to

you while you’re busy making other plans.”It’s ironic that, in many cases, this should have

happened because the speaker excels in his field. This problem, which I like to call “the experts

syndrome,” is a result of the lack of ability of an expert to detect the value of the intellectual

property (IP) he has developed.You don’t need to be an expert in patent law to know that you

cannot obtain a patent for a development (be it a product, a process, or a method) that is

“obvious,” because it will lack “inventive step,” which is a basic requirement for patentability

(more on inventive step in Chapter 4). What happens, then, is that when the expert feels that

he got the result easily, or if he immediately saw the solution to a problem that was put to him,

he may feel that whatever he developed is not worthy of a patent because he didn’t work “hard

enough” on the way to creating it. This is where the big mistake lies: the yardstick by which the

inventive step—in other words, the non-obviousness—of the invention is measured is based on

the difficulty encountered by “a man of ordinary skill in the art,” and what is to be determined is

whether such an “ordinary” man (not an expert) will view the invention as “obvious.”Defining a

person of “ordinary skill in the art” is a problem in itself, because it is not a universal definition

that is applicable across technologies and automatically in each case. A comparable problem

would be defining the actions of a “reasonable person.” For instance, would it be “reasonable”

to jump off a bridge? Well, if you are a bungee-jumping instructor, it probably is, but not so

much if you are a Wall Street operator who’s had a bad day.Without defining who is a person of

ordinary skill in the art in respect of a specific invention—a person who is less than an expert

and more than a clueless beginner—it is impossible to determine whether that invention

possesses inventive step. Surprisingly, despite all the mountains of paper that were used to

write about this issue by different patent authorities and courts all over the world, in most fields,

there is a relatively uniform understanding of what constitutes inventive step. However, when

coming to examine a specific invention, it is still necessary to apply a set of considerations and

to look at the invention from different points of view. An expert, who is the inventor, cannot fairly

be expected to be able to judge his own invention from a distance, at least because of three

reasons: first of all, he is the inventor and, therefore, his point of view is too close to the

invention. Second, he is, as said, an expert, and very few experts are able to take a step back

and turn themselves, even only for a moment, into a man of “ordinary skill in the art.” Third, the

inventor usually lacks the experience and the broad techno–legal approach required to place

the invention in the right light relative to other inventions in the same field.Because of all these



reasons, an expert in his field must abstain from judging his own invention and must place this

task in the hands of someone who, from a distance, can take all the required considerations

into account. In doing so, he can reduce the danger that valuable inventions will go wasted.

This danger is very tangible today in many high-tech companies, be they small start-ups or

established companies, that often wake up to the reality that they had the key to an important

development but refrained from protecting it and, thus, allowed a competitor to reap its

benefits.From all the above, we now understand that an invention that at the time of filing a

patent application would appear to be obvious to a person of ordinary skill in the art, lacks

inventive step and, therefore, is not patentable. We don’t want to waste resources on

unpatentable inventions, so we need a way to screen them out. In theory, we have a simple

solution: whenever we are in doubt as to whether our invention is patentable, we can go to a

person of ordinary skill in the art and ask him. However, we will have a hard time finding such

“ordinarily skilled person,” who should be someone who understands the relevant field

sufficiently without being an expert in it. He must be capable of functioning in the relevant

technological field but must not be endowed, God forbid, with an inventive spark.So what

happens when the invention is interdisciplinary? Let’s take, for instance, a computer-operated

medical device that is to be used for a complex surgery. The developing team will most likely

include a physician, a mechanical engineer, an electronic engineer, and a software engineer.

The resulting contraption may superficially look pretty much like other existing devices, but the

genius is in the integration between the internal subsystems that make the device special. In

this situation, there is no single person who is able to judge the inventive step embodied in the

device, because it is constructed of elements coming from different fields. Therefore, it has

been ruled that the “person” of ordinary skill in the art can also be a team of skilled persons

who collectively judge the obviousness (or not) of the invention.To make this already complex

equation even more complicated, beside the conclusion of our virtual ordinarily skilled person,

to reach a determination, we need to also take into account legal tests based on various facts.

A good example is the “long-felt need” test, according to which if it turns out that there was a

need for the invention and it was not met for a long time, this is an indication of the existence of

inventive step. Support for inventive step can also be found in the substantial commercial

success of the invention. These are not the only tests, and each single test is not conclusive,

but we need to look at the invention from different angles and weigh all factors carefully and

then, perhaps, we can reach a conclusion.In various places in the world, the question of

inventive step is determined by different kinds of people, some of whom have legal but no

technical education, who have learned to view the approach of the (virtual) person of ordinary

skill in the art through the eyes of the technical experts. Others have a technical background

and have learned with time to apply the legal tests properly. Taking into account how different

the patent systems can be in different countries, it is sometimes amazing to find that in

different jurisdictions with different patent cultures, in many cases, similar conclusions are

reached in this complex question. It turns out that it is possible to practice and learn how to

address this issue in many different cases and technical fields and, eventually, to reach an in-

depth understanding of this important aspect of patent law. However, arriving at the correct

conclusion requires substantial experience and a deep understanding of difficult and complex

questions. This is why we must be very suspicious of opinions on obviousness and inventive

steps that are expressed by hobbyists, no matter how bright and smart, because it is

impossible to reach a deep level of understanding of what constitutes inventive step without

dealing with it in detail for a long time.CHAPTER 3Who Owns the Invention?The question of

who owns an invention is a basic one but is also one of cardinal importance because an



inventor will work hard on his own time and money and, naturally, will want to reap a profit from

his work. Unfortunately, he may discover that his wish clashes with the law, and, therefore, to

avoid disappointment and grief, it is desirable to understand the rules that govern the

ownership of inventions.In most countries of the world, an invention made by an employee,

which is related to the work that the employee does for his employer, belongs to the employer.

More so, of course, when the employee has signed a contract that provides for an assignment

of the inventions he will make to his employer. It is a common mistake that many employees

make—often powered by misguided wishful thinking—to assume that if an invention was made

at home after hours, it automatically belongs to the inventor and the employer has no claim to

it. However, inventions made as a direct result of an employ are “service inventions” (i.e.,

inventions made as a direct result of the position of the inventor in the organization in which he

works), regardless of the exact time of the day or the place in which the invention was

made.Virtually every invention that is a direct result of the work that an employee does, or is

exposed to (if done by others within his organization) during his employment, will belong to the

employer. In contrast, totally unrelated inventions made without using any of the employer’s

resources and outside working hours may well belong to the inventor. Things get even more

complicated when the inventor works in two places and, thus, has more than one employer.

Take, for instance, a physician who works in a hospital and, at the same time, teaches and

does research in a university laboratory. He may find that determining the ownership of an

invention he has made in the shower at home may become an entangled mess.Whether or not

the employment contract that the inventor has signed contains a specific clause relating to

inventions, an employed inventor would be well advised to reach a clear agreement with his

employer regarding a private invention that he wishes to develop before starting to invest time

and money in it. In my professional life, I have seen too many cases in which the failure of an

inventor to be open and above board with his employer resulted in misunderstandings and

mistrust, leading to confrontations that culminated in lawsuits. In most cases, it wasn’t really

worth it, but when the mirage of the billions that the invention will surely fetch appears on the

horizon, common sense takes the back seat.When someone comes to me and tells me that he

is employed but has this wonderful idea that he wants to develop and, if successful, to patent, I

always tell him the following joke: A man lies in the hospital because walking along a railroad,

he was hit by a train. To cheer him up, his relatives bring him a gift of a kettle and put it on to

make tea. As soon as the water boils and the kettle whistles, the man gets up from his bed,

grabs his crutch, and clobbers the kettle until it is completely destroyed. “Why did you do that?”

his relative asks. “Because it’s better to kill them when they’re still small,” he explains.That’s

how I feel about the problems that a private invention may generate. Kill it while it’s still small,

or the problem may grow too big to kill before you know it. Talk to your employer and find out

how to navigate his rules. And if it turns out that to avoid getting yourself into serious trouble,

you must pigeonhole your idea for the time being, so be it.Not all employers are honest and

reasonable, so yours may be one who wants to appropriate your invention even though he

understands that he has no real claim to it. If you work in the Research and Development

(R&D) department of a food industry, where you develop low-sodium crackers, your employer

will have a hard time staking a claim to your novel and inventive “combined wine cork popper

and toilet cleaner.” Nevertheless, getting into an argument with him over the ownership of the

invention is not likely to do you a lot of good. That’s why you want to keep the record straight

and to make sure that you and the employer are on the same page. Start by having a lawyer

review your employment contract. Some agreements have clauses that require you to transfer

the ownership of “all inventions made during the period of your employ.” Such sweeping



provisions, which take away your property that you haven’t even developed yet, may fly in

some jurisdictions and be shot down by the courts in others, but they will be a headache for

you everywhere, so you need to know what you are up against.There is one more word of

warning that I need to give you: the identity of the inventor is a fact, not a preference, and must

be approached honestly. Shortcuts such as declaring that the inventor is your toddler or your

great-grandmother who lives in a shack in the North Pole (or even a much more plausible

individual) are unlikely to survive serious scrutiny, and any ploy that has as a purpose the

appropriation of an invention that belongs to your employer is unlawful. If the invention is

worthless, it wasn’t worthwhile doing it, and if it is of value, you will be found out. So my advice

is: no shortcuts, no tricks; make a start with the right foot.WHO OWNS MY INVENTION

AFTER I SELL IT?That’s a stupid question, right? But you would be surprised to learn how

many times it is asked. Inventors and patent owners are sometimes confused as to the rights

they have or don’t have on an invention they owned, after it has been assigned to a third party.

As a result, they may find that they are infringing the patent that they themselves worked hard

to obtain.For example, let’s say that you sold your house and you are sorely missing your

bedroom in which you had many refreshing night sleeps; it so happens that, in your new house,

you’re not sleeping so well. Needless to say, you cannot go back to your old bedroom and

sleep in it. The same applies to your patent, which you have sold to somebody else; now, you

cannot lawfully exploit your own invention.Problems relating to this particular brand of

misunderstanding arise in two main fields: in the first case, an inventor made a service

invention on which a patent was granted to his employer. Later on, he moved to a different

company or opened his own shop and continued to work in the same field, developing more

advanced products based on his original invention. This inventor may be surprised to learn that

these new products infringe his previous employer’s patent. Having his name on the patent is

of no help to him at all, because the rights to that invention and the patent granted on it do not

belong to him but to his former employer.Some inventors believe that because they were the

ones to make the invention, they, at least personally, can do what they want with it. They may

try to rely on the principle that knowledge acquired by an employee during his employ belongs

to him because the employer has no rights to his brain. While this may be right in many cases

regarding knowledge of a general nature, it does not apply to intellectual property, such as

patent rights. Inherently, property belongs to somebody, and we must not lose sight of who that

somebody is. Patent rights are not part of the general technical knowledge of the employee;

they are the property of the employer who acquired them by various means (equipment,

investments, and salaries). It follows that being an inventor does not automatically grant you

any rights in an invention that belongs to somebody else whether by contract, by law, or

because it was sold to him.Life sometimes creates strange situations. One example is when an

inventor has sold or otherwise assigned the rights to his invention to somebody else and now

finds that the patent granted on his invention is getting in the way of his own business. In such

a situation, if he is not an honest person, he may try to invalidate the patent using his special

knowledge of the invention, the way in which it came about, the events surrounding the drafting

of the patent application, and so on. Unfortunately, we don’t have “Inventor’s Rules of Conduct”

to tell the inventors what is and what is not done in their world. While a patent attorney cannot

argue against the validity of a patent application that he drafted, an inventor is not prevented

from doing so openly or covertly. The “cure” against such an inventor is found in his duty toward

the assignee of his invention, be it a result of a contract by virtue of which the rights were

assigned or any other agreement between the inventor and the assignee. Therefore, it is

important to take this possibility into account when acquiring rights from third parties, because



although this behavior is despicable, I have actually seen this happen, and no antiemetic pill

managed to make me digest it.An additional situation that is often unclear to those who don’t

know patent law occurs when an exclusive license is granted to a third party. In that case, we

still retain ownership of the patent, but any exploitation of our patent by us would constitute an

infringement. The reason is that an exclusive license is just what it sounds like: it gives the

exclusive licensee an exclusive right to exploit it. An exclusive licensee, therefore, has the right

to prevent the exploitation of the patent by anybody, including the patent owner. If we wish to

retain the right to use our own patent, broadly or for a specific purpose, we must grant a third

party only a nonexclusive license, which will not only allow us to exploit the patent for

ourselves, but will allow us to grant more nonexclusive licenses to other parties. However, what

the licensee will be willing to pay for a nonexclusive license will normally be much less than for

an exclusive one, if he needs it, and in some cases, a potential licensee may not be interested

in a license unless he has exclusivity. Another option is to grant an exclusive license and have

the licensee grant us back a nonexclusive one that serves our purpose. Tortuous as this may

sound, in some situations, it is unavoidable.In conclusion, it is important to remember that

being the “father of the invention” does not give you an automatic right to use it when all or

some of the rights in the invention have changed hands.CHAPTER 4What Can We Patent?For

an invention to be patentable (i.e., to be such that a patent can be lawfully granted on it), it has

to possess certain characteristics, the most important of which are novelty, inventive step (non-

obviousness), and utility (industrial applicability).The novelty requirement is easy to

understand: an invention is novel if it has not been divulged in its entirety before.1 An invention

that is not novel cannot be granted a valid patent under any circumstances.An additional basic

requirement of an invention is utility. The existence of utility (or, as defined in some

jurisdictions, “industrial applicability”) is not difficult to determine because, in most cases, an

invention will serve some useful purpose. It is important to understand that, in judging the

existence or lack of utility, we are not allowed to inject our personal preferences into the

analysis. We should not take into account our view as to whether a device, which is the subject

of the invention, will attain commercial success or that we find it cumbersome to use to the

extent that it becomes useless and, hence, not patentable. The determination of the existence

of utility must be based solely on the result that is obtained and on whether obtaining such a

result is useful in itself.Let’s take, for example, US Patent No. 5,844,996, which deals with a

noise suppression system and a method for reducing snoring noise, which is achieved by

creating a cancelling noise. The patent claims “A method for attenuating involuntary snoring

noise emanating from the airway of a first human being as a bed partner sleeping in a bed with

a second human being as a second bed partner.” The system requirements are not hard to

meet: it requires the second human being to have “a head with first and second ears,” which is

a fair and legitimate enough requirement. However, here is where things get complicated: the

system requires placing a microphone close to the snoring human being and thereby “sensing

in the vicinity of the airway of the first human being the involuntary snoring noise emanating

from the airway of the first human being,” and then placing speakers “in close proximity to the

first and second ears of the second human being and the delivery of anti-snoring noise into the

vicinity of the first and second ears of the second human being.” A complex electronic system

operates the elements of the system.Even if the bed partners may manage to catch some

sleep with all the complicated equipment on them, my bet is that they won’t remain a couple for

long. However, the level of satisfaction of those people on the morning after is not for us to

judge; in the context of the utility test, what we need to know is whether, after we plug them into

all the complex instrumentation, “the second human being” will hear less snoring noise than he



would have heard without the equipment.Many inventions reach the stage when a patent

application must be filed before the practical elements of the system have been designed in a

commercially suitable form. In most cases, the invention will be perfected, and the resulting

product will be sellable and user-friendly. However, waiting for everything to be perfect from a

marketing point of view clashes with the principles on which the patent system is based. We

must allow, and encourage, inventors to file their patent applications as soon as possible,

because an early application date is what protects their rights, on the one hand and, on the

other hand, fulfills an important purpose of the patent system—making inventions available to

the general public as soon as possible so as to add to the general knowledge and to provide a

springboard for further developments. That’s why fulfilling the utility requirement is a smaller

hurdle than other requirements for patentability. It is very important for inventors to understand

this issue and to avoid delaying patent protection until a time when the commercial product is

ready to go on the market.Once the noise cancellation invention has been made public, other

inventors may learn from it and create technological advances in other directions. For instance,

classical music lovers may hope that the direction taken by the inventors of this patent may be

used to cancel the annoying coughs from the audience, which plague concertgoers. And we

may even dream that a day will come when we will be able to cancel out the yelps of that lady

in the fifth row, who shouts “Bravo!” at all occasions without any provocation from the

performers.WHAT IS HINDSIGHT?One of the most important concepts in patents is

“hindsight”—the fake wisdom that may turn every invention, great or small, into something

obvious. When analyzing an invention for the presence or absence of inventive step, we must

place ourselves in the average skilled person’s shoes at the time the invention was made,2

which, at times, may be a very difficult proposition.Let’s do a simple exercise in hindsight, and

we shall see what it does to the invention of the inkjet printer. It will not be difficult for us to

show that the invention of the first inkjet printer was obvious and, therefore, lacked inventive

step. As is generally known, the inkjet printer generates an image on paper by spraying small

droplets of ink. Placing those droplets side by side with high precision creates the required

image, be it a black-and-white or a full-color, high-resolution painting. However, we all have had

experience with using a fountain pen long before the inkjet printer was invented. And when

using a fountain pen, we inevitably dripped drops of ink on the white page in front of us.

Therefore, providing equipment that is capable of placing drops of ink on a page is not new. But

that’s not all: we know that Impressionist painters—including Monet, to mention but one—

created well-defined images by placing blots of colors side by side. It follows that it was obvious

to combine the knowledge available to everybody, on how to create drops of ink, with a further

universally known impressionistic technique and, by this combination, create the ink jet

printer.“Wait a second!” the inventor will say. “The printer creates very small drops, and the

precision it achieves is amazing, which is required in order to obtain high-quality results. What

do you say about that?”“Really!” we will retort. “Even a child knows that by reducing the size of

the pixel, we will obtain a better resolution. That’s what they did for very many years with photo

films. And the precision? That argument is really not well taken. Precision is not an issue.

People fly to the moon with precise motors. Don’t give us that!”“But all that has been in

existence for tens of years, and the fact is that nobody made my invention although they had

the means to do it,” the inventor will insist. “That surely is evidence that nobody thought to

develop the invention and that, therefore, it cannot be obvious!”“But you thought of it, didn’t

you? This is definite proof that it was obvious to make it,” we will say.Hindsight is the weapon

that is instinctively used by a patent infringer who tries to invalidate a patent using circular

reasoning of the kind that was popular with ancient Greek philosophers. The infringer will not



be ashamed of telling you that since you breathe and the goat breathes, it follows that you are

a goat.Those who deal with this subject on a daily basis and are required to make a judgment

on the basis of arguments derived from hindsight need to be equipped with substantial

technical understanding and with the ability to separate enticing arguments from real life. They

have to take themselves back in time to when the invention was made and to look at it from

that perspective. It is not easy to forget the present and to put ourselves in the past so as to

forget everything we know and feel today. And once they have done that, they must decide

whether the knowledge of the Impressionist techniques, together with the experience of using

the fountain pen, would really have prompted a person of average skill in the art to go and build

an inkjet printer; and if they conclude that it might, they would need to explain why it didn’t

happen.Often inventions are made when an inventive spark gives the inventor a missing piece

of a puzzle. It doesn’t mean that he himself invented all the pieces, but without his inventive

genius, the missing piece of the puzzle would not have been found, and the puzzle would not

have been pieced together. Hindsight, conversely, is akin to taking a whole picture to cut it into

pieces of a puzzle from which the whole picture can be reconstructed. It doesn’t involve

inventiveness or creativity. It is a cynical exploitation of the picture that was put together by

somebody else, after the picture was created, to claim that we had all the pieces of the puzzle

all along.DISCOVERIES AND THEIR INHERENT MEANINGImagine that you are sunbathing

at the pool when a stranger approaches you and demands to be paid for the improvement of

your health and physical well-being due to the lowering of your blood pressure.“Are you out of

your mind?” you would certainly ask.“Not at all!” the stranger would answer. “I have proven

beyond doubt that half an hour at the pool, once daily, causes a reduction in the level of stress,

which is followed by a lowering of blood pressure. By my watch, you have been here already

almost an hour. Kindly pay up.”It is unlikely that these arguments will convince you to part with

your money, but a similar (though usually less extreme) situation exists when “an inventor”

applies for a patent on an “invention,” which is no more than the discovery—or even simply a

well-organized description—of a natural event or, in other words, an inherent occurrence over

which the inventor has no control or influence. It is unfortunate, therefore, that some inventors

insist on trying to obtain a patent for an “invention” that falls into this category.Let’s explain the

problem using a simple example. Assume for a moment that a dangerous, previously unknown

bacteria exists in drinking water (let’s call it Newbact). Everybody knows that if you want to get

rid of dangerous organisms that may be found in water, such as E. coli bacteria, you have to

boil the water. The question is then, should we grant a patent to someone who has discovered

that the Newbact may sometimes also find its way into drinking water and, furthermore, that

when we boil the water, we get rid of not only E. coli but also of Newbact? The answer is, of

course, negative, because by boiling the water, which is a common activity, we automatically

also destroyed the Newbact, even though we were not aware that it was there. The mere

discovery that we unknowingly obtained a positive result is not the basis for obtaining a valid

patent, because the positive result is the outcome of something we do anyway, and it will be

achieved whether we are aware of it or not.The question arises, therefore, whether a discovery

of this kind will never be patentable. The answer to this question is also negative. Just like for

any other subject, what has to be judged is the novelty and the inventive step, although when a

discovery is involved, the situation is much more complex than with “regular” inventions. Let’s

try to look at a case similar to the above example, which may, however, result in a patentable

invention. Assume that the existence of the Newbact is well known, but this particular

bacterium is considered to be very resilient and capable of surviving simple water boiling. As a

result, whenever residents of a certain area are alerted that the water may be infected with it,



they have to purify the water using different chemicals. An inventor carries out in-depth

research and discovers that, in contrast to what the experts believe, it is possible to destroy the

Newbact completely, provided that boiling is continued for a minimum period of time that is

longer than typically used to boil water. Under these conditions, the process for purifying water

containing Newbact infection may become patentable, because the result is not only

surprising, but also, to accomplish it, the inventor had to overcome a clear prejudice created by

the experts (i.e., that it is not possible to destroy Newbact simply by boiling water). The method

for destroying Newbact in drinking water and making infected water potable became not only a

novel invention but also one that possesses substantial non-obviousness (i.e., inventive

step).Nevertheless, a patent of this kind will have limited utility and will only be valuable under

certain conditions. For instance, the patent will not stop anybody from boiling water at home, or

from boiling water to get rid of E. coli, only because, at the same time, Newbact may also be

present in the water. However, it will be possible, for instance, to prevent the commercial sale of

boiling equipment that is designed to process water under conditions (e.g., length of the boiling

process) specifically designed to destroy Newbact. In other words, a patent cannot turn a

permissible activity into an infringing one only because an inherent result of that activity was

not previously known. However, the patent will allow its owner to stop anybody from exploiting

the invention in a way that was not previously known. Thus, the principle is maintained to

reward the inventor for a useful invention while allowing the public to continue to do what it did

without limitation before the patent was issued.UNIVERSAL NOVELTYOne of the requirements

for an invention to be patentable, which is sometimes particularly difficult to grasp, is “universal

novelty.” The question that is often asked by someone who has carried out a search and has

found that his invention has already been patented by somebody else in another country is the

following:“Then I can patent it here, right?” he asks.“No, you can’t,” he is told.“But they didn’t

bother filing a patent application in this country, so I can do it.”And when the poor inventor is

again disillusioned by his patent attorney, he makes a last-ditch effort to convince him:“But I

thought of it by myself! I didn’t know about that patent when I made the invention.”All those

arguments, no matter how true and righteous they may seem to the inventor, are unhelpful.

The patent system is cruel where novelty is concerned and requires it to be universal. The

system has no mercy for someone who made an independent invention without knowing that

others had invented it before him, and it doesn’t care if the patentee had not bothered to file a

patent application in some countries. The same applies if the invention was published in some

other way—for instance, in a scientific paper or in the general press. To destroy its novelty—

and, as a result, to deny a patent on it—it is sufficient that the invention was published

somewhere in the world. This principle somewhat artificially assumes that a publication made

anywhere in the world becomes automatically and immediately known to everybody

everywhere. Even if the invention was made public through use or display at an exhibition or in

a lecture given in some obscure university located in some forgotten corner of the world, it will

destroy the novelty of the invention that the inventor has made independently without knowing

that such a publication ever occurred.This is a harsh but necessary condition. Think what

would happen if we wanted to be lenient with the inventors and decide that patents would be

granted for inventions that have already been patented in other countries (or which have been

published in some other way), provided that the inventor didn’t know about it at the time of filing

his patent application. Such a rule, in spite of perhaps being more just from the point of view of

the inventor, would be impossible to implement because the patent authority3 cannot know

with any degree of certainty what the inventor knew or didn’t know at any given time. People

have been known to make false declarations (yes, I was shocked, too, when they told me), and



so we can expect that such a rule would be exploited by malicious inventors. This being so, the

system has no other choice but to make a cut-and-dried decision without taking into account

philosophical questions.In some cases, the system really deals cruel results. Assume, for

instance, that an inventor files a bona fide patent application and, when the examination of his

application begins in a couple of years, it turns out that the invention was independently

described, one day before the filing date of his application, in the Journal of the Alumni

Association of the University of Nowherestan. Whoever reads the patent application

understands that it is based on serious, long-term research and that there is, therefore, no way

that in the few hours that passed between the printing of the journal and the filing of the

application, the inventor could have seen the article and used it as a basis for his patent

application (even if he knew that Nowherestan and the obscure university it contains existed),

also taking into account that he does not speak Nowherish. Unfortunately, this clearly true fact

will not help him. What counts is that this publication happened before the filing of the patent

application, and, therefore, at the time of its filing, the invention was no longer new and, thus,

was already unpatentable.Sad cases like this imaginary one happen and are not as rare as

you might think. Patent authorities and courts in many countries have looked for ways to

provide a solution to extreme cases in which it was possible to raise a doubt that a prior

publication was sufficient to destroy the novelty of invention, but these are relatively rare and

borderline cases. The principle of universal novelty must remain the cornerstone of the entire

patent system. If we feel that sometimes this principle may do us an injustice, we should be

consoled by the thought that it does justice on a daily basis by granting monopoly rights only to

those who have taken the world one step forward.SUFFICIENCY OF

DESCRIPTIONSufficiency of description is a basic requirement for a patent application to be

patentable (or for a granted patent to be valid). In simple terms, if our patent application does

not sufficiently describe how to carry out the invention in a way that an average skilled person

can perform it without undue experimentation or further development, then we are not entitled

to be granted a patent on it.It is very important to understand this simple fact, because many

inventors mistakenly believe that their job is to “hide” the invention cleverly so that whoever

reads the patent will never be able to use the invention. Wrong! The opposite is true.All the

time, we hear inventors saying that most patents they have read do not teach how to carry out

the invention. Allow me to doubt this statement, which the astute reader will not take at face

value. Indeed, many patents are defective inasmuch as they lack sufficient description. In all

likelihood, these patents will be found to be invalid if and when tested, but this does not mean

that we want to join that brotherhood of invalidity by drafting our own patents so they will be

invalid to begin with.Like in many other areas of the patent world, the issue of sufficiency of

description cuts both ways and deserves great attention. A simple example will illustrate the

issue. In October 1999, US Patent No. 5,970,231 was issued, which had as the subject an

“ELECTRONIC NEWSPAPER AND ELECTRONIC PUBLISHING MEDIUM.” It describes an

electronic newspaper that is portable, lightweight, battery operated, and has a full-color display

screen, passive stylus for writing and selecting icons from menus, speech and sound

reproduction, and the ability to store massive amounts of data. So now is the time to open the

excellent book Immortality, Inc. by the well-known science fiction writer Robert Sheckley and to

read the beginning of Chapter 12. This book, which was published in 1959 (and on which the

movie FreeJack is based), tells of the hero, who “went to a newsstand and purchased a

microfilm New York Times and a viewer.” As explained before in this chapter, novelty is a basic

requirement for patentability. How, if so, was it possible for a patent to be granted 40 years

later?The answer is found in the term “enabling.” For a prior publication to destroy the novelty



of an invention, it must describe, directly or indirectly, how to carry out the invention; it is not

sufficient to state the result that it is desired to obtain. That’s why, in this case, Sheckley’s

futuristic view (which is amazing in itself) only describes the desired results; with an uncanny

vision of the future, he saw how newspapers would not be read on paper but using an

electronic device. However, Sheckley was clueless as to how to actually make the device that

he described, and in the late ’50s the means to manufacture such a device didn’t even exist.

Therefore, Sheckley’s futuristic description cannot be used to deprive modern inventions of

novelty. This simple example answers the frequently asked question: “How come inventions

that were already described in the literature are granted patents?” Many high-tech

entrepreneurs make the mistake of assuming that if a patent that is an obstacle to their activity

claims an invention that, in their view, was mentioned directly or indirectly in a prior publication,

it must be invalid. If that were the case, we could have shut down the patent offices of all

countries a long time ago and stopped granting patents, since Jules Verne, Isaac Asimov, and

other writers already wrote about all possible inventions, starting with the submarine and

including cloning human beings by genetic engineering.The reality is much more complex. Not

only is it insufficient to merely mention a desired invention in order to turn it into reality and

destroy its novelty, but we should also remember that technologically valuable products and

processes often embody more than one invention and, sometimes, a large number of

inventions. That’s how, at the time of writing these lines, more than 1,700 US patents and

patent applications exist that deal in some way or other with electronic newspapers. One patent

deals, for instance, with “a display device including a touch screen pane” and another with an

“apparatus and method for providing information pertaining to unread articles.” A third

addresses a “foldable display,” and a fourth claims “techniques for recommending media.” All

these coexist and complete one another without interference.Therefore, it would be a mistake

to assume, as entrepreneurs often do, that because many patents exist in a certain area, this

must be the result of clerical errors that effectively invalidate all the patents dealing with the

same subject. The system does not allow us to grant a monopoly—or to prevent a rightful

inventor from obtaining a monopoly—only on the basis of mere generic statements that are not

based on a technological reality.One more word of warning is needed here. I have learned over

the years that inventors and entrepreneurs often do not understand the difference between a

granted patent and a patent application. Anybody can file a patent application on any subject,

no matter how wild or stupid. This does not mean that a patent will be issued on such an

application, but it does mean that the application will be published and will have the general

outward aspect of a patent document. Therefore, the existence of a patent application does not

mean that the relevant patent office of the country that published it has granted a patent on it

nor that it will do so. It is dangerous to try to draw conclusions from published documents

without fully understanding the rights that such documents carry with them.1 Divulgation may

occur in different ways, for example, in a printed publication or by public display to persons who

are not under a nondisclosure obligation—for instance, during a lecture or at a trade show.2

Who constitutes “the person of average (or ordinary) skill in the art” has already been

discussed in Chapter 2.
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License Your Brilliant Ideas, Profit From Your Idea: How to Make Smart Licensing Deals, The
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on Taking Your Company Public and How to Do It Right, Mathematical Thinking - For People

Who Hate Math: Level Up Your Analytical and Creative Thinking Skills. Excel at Problem-

Solving and Decision-Making. (Advanced Thinking Skills Book 2), Patent Searching Made

Easy: How to do Patent Searches Online and in the Library, Beyond Bullet Points: Using

PowerPoint to tell a compelling story that gets results, The Socratic Method: A Practitioner’s

Handbook, Business Law (Barron's Business Review), Maxims for Thinking Analytically: The

wisdom of legendary Harvard Professor Richard Zeckhauser, HBR's 10 Must Reads on AI,

Analytics, and the New Machine Age (with bonus article "Why Every Company Needs an

Augmented Reality Strategy" by Michael E. Porter and James E. Heppelmann)

west, “Does The Impossible--Conceptualizes Patents & Is A Great Book. I just graduated law

school and am now studying for the patent bar. My law school offered no patent classes, so I

started studying books on how to pass the exam (which are basically the MPEP re-written).

THIS BOOK touched on many different subjects and how they are related to patents, which

has helped me conceptualize what it is I am studying for in the first place. Further, it was a

great read.  I highly recommend this book.”

Benjamin Attar, “Excellent introduction to the world of patents. Clearly written, and refreshingly

free from legalese and jargon, this book is an excellent introduction to world of patents. Dr

Luzzatto's style is sometimes irreverent, never stuffy, and this book makes surprisingly light

reading for a subject which is often considered dry and inaccessible.Recommended for anyone

who has no legal background but is interested in how the patent system works.”

Gary Topolosky, “A1. A1”

Michal, “Enjoyable and instructive. This book is a great introduction to the subject and makes

the words “fun” and “patents” no longer appear odd when put together. Kfir's style is clear and

direct, his arguments are straightforward and his writing full of insight. Readers will find a

variety of examples making the discourse very accessible and relevant to their fields of main



interest. The book will also benefit IP practitioners as it puts a lot of emphasis on the

importance of communication between the clients and their counsel, which has nothing to do

with legalese. In a nutshell: enjoyable and instructive.”

The book by Kfir Luzzatto has a rating of  5 out of 4.4. 18 people have provided feedback.
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